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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 4, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by XP- 
002278686 (XP'686) optionally in view of teaching reference "ASM Handbook: Vol. 2" p 1 169. 

XP'686 teaches a high purity Ti alloy with 0.009% Fe max (see Table on bottom of 1st 
page). XP'686 does not mention the presence of Co or Nb, and therefore is held to teach 
substantially zero Co and Nb. XP'686 is drawn to a high purity titanium alloy also known as 
"iodide Ti" or "electrolytic Ti" (see XP'686, 1'^ paragraph), and though XP'686 does not specify 
the limits of Nb, and Co, the examiner points out that "ASM Handbook Vol. 2" p 1 169 mentions 
that "iodide Ti" or "electrolytic Ti" have (strict) knovm impurity limits of Fe, Si, Ca, Cu, Mg, 
Mn, Sn, Zr, C, O, N, and CI, with a balance consisting of Ti (see Table 49, all the elements added 
together =100.000 %). Nb and Co are not expected to be impurities of the high purity electrolytic 
Ti alloy taught by XP'686. 

Concerning the limitation of an oxide film, XP'686 does not teach forming an oxide layer 
on said Ti alloy is mandatory. More particularly, XP'686 teaches the formation of a thin film is 
optional (see XP'686 1^^ column, "corrosion resistance"), and when desired, is formed by heating 
in air at temperatures >3 IS^'F (>157*^C, in other words said oxide layer does not automatically 
occur under normal conditions). Therefore, because XP'686 teaches an embodiment with 
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substantially no oxide layer, XP'686 meets the limitation of a surface oxide film of 170A or 
below. 

Because XP'686 teaches a narrow range of Fe that overlaps the instant range "with 
sufficient specificity" (see MPEP 2131.03) and because Nb and Co are not expected to be 
impurities of the high purity electrolytic Ti alloy taught by XP'686, it is held that XP'686 
anticipates the instant claims. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over XP'686 
optionally combined with ASM Vol. 2. XP'686 and ASM Vol. 2 are discussed above. 

XP'686 does not specify said high purity Ti alloy is used as an external wall or 
reinforcing member of a building. However, XP'686 teaches that said alloy is processed into 
sheet, and has a minimum YS of 130 MPa and minimum UTS of 270-350 MPa (2"*^ column, see 
Table). It would have been obvious to one of ordinary skill in the art to use said high purity Ti 
alloy sheet taught by XP'686 as an external wall or reinforcing member of a building, because 
XP'686 teaches said alloy has good strength properties. 



Application/Control Number: 1 0/800,637 Page 4 

Art Unit: 1742 

5. Claims 1, 4, 5, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP'573. 

JP'573 teaches a pure titanium alloy building material sheet comprising (in weight%): 
0.01-0.06% Fe (100-600 ppm Fe, abstract, claim 1 of JP'573). Additionally, JP'573 teaches 
examples with 105-571 ppm Fe in Table 1, which fall within the presently claimed range of Fe. 
JP'573 does not mention the presence of Co or Nb, and therefore is held to teach substantially 
zero Co and Nb. JP'573 does not mention the formation of an oxide layer, and therefore meets 
the presently claimed limitation of a film < 170A. Because JP'573 teaches overlapping alloying 
ranges, it is held that JP'573 has created a prima facie case of obviousness of the presently 
claimed invention. 

Concerning claims 17 and 18, JP'573 teaches said high purity Ti alloy is used as a 
building material, such as roofing and outer wall material (see [0001]). Therefore, JP'573 meets 
the instant limitation of an external wall or reinforcing member of a building. 

6. Claim 1, 4, 5, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
(XP'686 and ASM Vol. 2) or (JP'573) in view of JPlO-008234 (JP'234). XP'686, ASM Vol. 2, 
and JP'573 are discussed above. 

Neither JP'573 nor XP'686 mention the formation of an oxide coating. However, JP'234 
teaches a method of forming an oxide coating on a titanium alloy in order to prevent 
discoloration, wherein said oxide coating has a thickness of >20 A (see examples, abstract), 
which overlaps the presently claimed limit of 170 A or below. It would have been obvious to one 
of ordinary skill in the art to form an oxide layer, as taught by JP'234, on the high purity Ti 
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alloys taught by JP'573 or XP'686, because JP'234 teaches that said thin oxide layer prevents 
discoloration for a long period of time (abstract). 

Claims 4 and 5 are discussed above. 

Claims 17 and 18 are discussed above. 
7. Claims 1, 4, and 5 are rejected under 35 U.S.C. 103(a) as being impatentable over 
XP'686 and optionally in view of teaching reference "ASM Handbook: Vol 2" p 1 169. 

XP'686 teaches a high purity Ti alloy with 0.009% Fe max (see Table on bottom of 1st 
page). XP'686 does not mention the presence of Co or Nb, and therefore is held to teach 
substantially zero Co and Nb. XP'686 is drawn to a high purity titanium alloy also known as 
"iodide Ti" or "electrolytic Ti" (see XP'686, 1^^ paragraph), and though XP'686 does not specify 
the limits of Nb, and Co, the examiner points out that "ASM Handbook Vol. 2" p 1 169 mentions 
that "iodide Ti" or "electrolytic Ti" have (strict) known impurity limits of Fe, Si, Ca, Cu, Mg, 
Mn, Sn, Zr, C, O, N, and CI, with a balance consisting of Ti (see Table 49, all the elements added 
together =100.000 %). Nb and Co are not expected to be impurities of the high purity electrolytic 
Ti alloy taught by XP'686. XP'686 does not teach forming an oxide layer on said Ti alloy. 
Therefore, XP'686 is held to meet the limitation of a surface oxide film of 170A or below. 

Because XP'686 teaches an overlapping range of Fe, and because Nb and Co are not 
expected to be impurities of the high purity electrolytic Ti alloy taught by XP'686, it is held that 
XP'686 has created a prima facie case of obviousness of the presently claimed invention. 
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Response to Amendment/Arguments 

8. In the response March 14, 2006 applicant amended claim 1, canceled claim 2, submitted 
various arguments traversing the rejections of record. 

Applicant's argument that the present invention is allowable over the prior art of record 
because the prior art does not teach or suggest the presently claimed limitation of a surface oxide 
film of 170A or below has not been found persuasive. As stated above, XP'686 does not teach 
forming an oxide layer on said Ti alloy is mandatory. More particularly, XP'686 teaches the 
formation of a thin film is optional (see XP'686 1^^ column, "corrosion resistance"), and when 
desired, is formed by heating in air at temperatures >3 1 5T (>1 57X, in other words said oxide 
layer does not automatically occur under normal conditions). Therefore, because XP'686 teaches 
an embodiment with substantially no oxide layer, XP'686 meets the limitation of a surface oxide 
film of 170A or below. 

Similarly, because JP'573 teaches an embodiment with substantially no oxide layer, 
JP'573 meets the limitation of a surface oxide film of 170A or below. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Janelle Combs-Morillo whose telephone number is (571) 272- 
1240. The examiner can normally be reached on 8:30 am- 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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